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1. hfroducfion

The intetlibrary loan service has a long and commendable hstory, based on the idea that
documents should be accessible to a patron independert from the latter’s location. Howevwver,
when interlibe ary loan started developing into the supply of a swrogate copy (2 photocopeyr) of
the requested document, it met fierce oppostion from publishers who were feanng
substantial loss of their revenme. The introduction of electromie doowm erd delivery greatly
mcreased these concerns in particular with regard to arficles published in scienbific and
techrical journals. In fact, publishers consider that the posaibility of patrons obtairung copes
of articles at almost the same speed as if they were available by subscription to an electrotic
jounal would give lbraries even more reason to cancel subscriptions tlus affechng the
notimal exploitation of works and the legitim ate interests of rights holders Libraries, on the
other hand, tend to see electromc document delivery as a natural dewvelopment of the

interlibrary loan service. Libvarians want to be able to offer a docwn erd delivery service that
meets their patrons inereased inform ation needs and expectations of gquick delivery of the

requested materials

From a legal point of wew, electtoric document delivery involves an array of complex
copyright 1ssues, many of which have beenraised in a recent case involwing Subito, a Genman

library docum ert delivery service of the main German libraries, as well as tro Austrian and
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ote Bwiss library, and which is funded by the German Govertmmert. The B drsenverein
(Association of German Book Traders), and the Irternational Association of Seientific,
Techrdcal and MMedical Publishers have taken legal action against Subito, m particular
questioming the compliance of its electronic document delivery services with German
copyriight law (U thG in the following) and the Directive 2001 29/FEC on the harmoord sation of
cettain aspects of copyright and related rights in the inform ation society. Last December, a
Mhadch court rendered the first niling on this matter, promptly appealed by both parties.
Moreower, the German legislator 1s currently considering a highly controversial new
copyright provsion on electromc document delivery, with a major potential impact on
aubito’s and other library document delivery services. Parallel to this licensing practices for
electrondc journals coud provide for additional challenges to this traditional libeary service.
In fact, a significant mamber of scientific publishers have endorsed licensing policies that put

constraints to the array of docown ent delivery services that ibraries can offer.

In this paper we will first outline the position taken by the Munich Court in itz recent
judgement’ and then we will briefly deal with the provision of so-called “Document D elivery

clanses™ in licenices for eleck orie journal s.
2. The Subito ruling by the Landgerichf Musich

The case involving Subito offers G ermoan cowts the second occasionin a relatively shott time
to deal with the izsue of document delivery under national copyright law. The previous
dispute concerned the document delivery service rendered by the TIE Harmower, the German
Wational Library of Becietice and Teclmology. On behalf of users, the TIBE made and sent
copies to them by way of mail and fax. In 1999 the German Federal Supreme Cowt had
1zzued a judgement stating that document delivery as practiced by the TIB was covered by an
exception to the exclusive right of the copyright holder, bt that, m application of the Berne
Convention three-step test’, rovalties for the copies had to be paid to the publishers

Following that niling, a General Agreement on Copy Transmission between the Conference
of State Miristers for Culture and the collecting society VO Wort was implem erted !

For further analysis on electronic domument delivery services in light of the Dimctive 2001529 see 5 Vemzosao,
Domiment delivery & invio elettronico: profill commmitart alla bice del caso "Subita”, in Dimtto d'aatore & miovwe
tecrologie— DANTe, 2005, 1. 1, pp. 7-33.

A coording to which excepbors and lmitations to the nightholder®s exclusive right shall only be applied to
certain specific cases and shall not be mterpreted m mach a way as to alloa their application to be wed ina
mannerwhichummeas onab ly prepadices the rightholders” legitimate interests or conflicts with nornmal exploitabon
of theirworks or other mabject matter.

"Based on this agmement, user gronps were defined (acadenue vsess, private persons, connercial users] and




Howewver, at the end of 2002 that agreem ert was not renewed and proceedings before the
Arhatration Board of the German Patent and Trade Mark Office are still pending.

Az already mentioned, the new legal round specifically itrvolwes the electrordc delivery
operated by Subito, a document delivery project launched in Germany in 1994 with the
suppott of the German Federal Muustry of Education and Science as well as the Federal
States. Aspart of its public service, Subito delivers copies of jownal articles directly to the
requesting users and enables online research and ardering The articles are scanted by one of
the member libraries and, in return for a fee, are ransmitted to the user, normally by way of e-
mail’, “active FTP" or “passive FTF™. In addition, in 2002 Subito started a“library service”,
wherebnr 1t makes copies of works avalable for its member libraries and other hbraries, both

national and foreign These copies are also mainly sent by fax and email

The main legal issues of the Subito case concern the interpretation of Section 33010 UrhiG
athorising certain specific acts that would othensrize fall under the Awthor” s exclusive rights.
More specifically, the gquestion 15 whether, concerrang both end-users and libraries, Bubito’s
document delivery actrvities were specifically covered by such exception provision or
otherarise justified wnder copyright law. Additionally, insofar as deliveries to end-users and
libraties abroad are concerned, the relevant copyright law provisions of the recipent’s
country may also be relevant in order to assess the legiimacy of Bubito’s document delivery

practices.

The Landgericht Murch (LG Munich i the following) delivered its much awaited judgement
o 15 December 2005, The Mlunich Cowurt stated that Subito’s delivery of copies by e-moail,
active FTF, and passive FTP to endusers in Germany who can invoke a privileged position
under Section 53 UrhG® does not infringe G erman copyright law even without the consent of
the coprrright owner, and thiz under the wording of Section 533 UthG both before and after the
first implementation of Directive 2001729 Thus, the reproductions made by Subito in
Germany before the first inplem ertation were justified under the old version of Section 53
Pata 2 Mo, 4 a of the Utl3 which stated that it is permissible to generate mndividual

tates wemr agwed for each group. Fees were collected by W& Wort and dishibuted to the Eeproducton Fights
Organisations (hoth for Gennan and international publishers ).

The mustomer receives the scarmed text as an attackhiment.

Inthis case, the file of the requested domiment 15 placed on the customer’s FIF server.

The requested text 15 placed on aspecial FTF server and the mas tommer then receives an e-mail witha link to the
web page onthe FTF serverwhere the text 15 available for mineval several days.
" According to the previons Gereral Agreement on Copy Tramsnussion, the service rendered to other libraries
vas rovalty free, becanse itwas viewed as aninerlbrary loanswiem

More exactly, & 53 Para. 2 Senterce 1 Ho. 4aTUrhG (after amendment).




reproductons of a wotk or fo have fhem generafed for “other™ personal use 1f it is limited to
asitiall portions of a published work or to indiwidual contributions that appeared in new spapers
ot thagazinesournals The LG Munich supports the view that the concept of “other personal
use” should subsume all concervable purposes by the end-user aswell as all means to produce
the copy (analog and digital) with the exception of redistribiation to third parties.

The legiimacy of the delivery of reproductions to end-users by mail and telefax withoat
congent of the rightholder had already been affism ed by the German Supreme Court m the
Kopienversanddienst 1" case. In this judgement delivered on 25 February 1999, the Court
confirmed that a public library that generates reproductions of mdividual magazine/joarnal
atticles based on individual requestsin order to deliver them to the ordering party by moail and
fax does not wioclate the reproduction right, if the ordering party can invoke a privileged
position wnder Section 53 of the UthG . The Court also stated that the electronic transfer of fax
transmission — from the fax machine of the copy delivery service to the recetving machine of
the ordering party — was a purely intangible act of transfer that did not fall under the Author's
exclusive rights. Hence, delivery of a copy by madl or fax to the ordering party did not
enict oach upon the publishers' exclusive right of distribution, Moreover, the German Supreme
Court considered that a ibwary which sent copies of analog material wpon request to private
users was allowed not only to open up 1ts inventory and facilitate access by an automated

catalogue system but also to adwertise its copy delivery service wotl dwide.

The German Supreme Cowwt also held that the encroaclenernt of the Author’s right so
permitted under Section 53 would be compatible with the Berne Convention three step test
ol if the rightholder recerved som e form of remuneration, thus creating a new remuneration
clam in analogy to the claim for remuneration for public lending  and for the operating of
copy machines, to be managed by a royalty- collecting soctety. The Cowrt’s stated reason for
this ertitlem ent for reasonable compensation was that the techrdcal development already
etiabled document delivery services to enter into competition with the distribotion of original

joatnal s,

After the unplem ertation of the Directive 2001 729/EC, the wording of Section 53 UthG has
slightly changed. According to the new provisior, it is still permissible to generate or to havwve
iidividual reproductions of a work generated for “other personal use™ (if 1t 13 a matter of
asitiall portions of a published wotk or individual contribuation that appeared i new spapers or

magazinesfournals). The reproduction, however, should be made on paper of a smilar
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mediwn by means of a photomechanic process or another process with a similar result;

otherarige, solely use by analog means should take place.

The Mhwuch Court held inits judgemernt that whenewer a copy of a docwm ert 15 scarmed and
sent to an end-user by way of e-mal or FTF, what the customer receives should he
considered a copy allowing solely use by analog means, which as such 15 covered by Section
53 UrhG. Briefly, the Court’s reasoning relies on the distinction betwreen “graptac files™ of
documents enabling only analog uses, and electronic docum ents enabling digital uses. Thus,
the Court argues that the scarmed copy of the docum ent delivered by Subito to the end users
by wray of email, active FTF or passive FTF allows only for analog uses such as reading (on a
screery) and pring-out, whereas digtal uses, ez ful-text search and “cut-and-paste™, are
excluded As already stated by the German Supreme ©ourt in the Kopienvers addienst raling,
to the exterd that the electroe delivery only functionally replaces the delivery to the
idividual end-usger i a phiysical form, it 15 the (analog) content and oot the (digital) mediom
that 15 relevant. In a mashell, Bection 53 applies as long as the document delivered as such
does fiot enable digital uses such as the search for indivdual text passages within the file or
“out- and- paste™ oper ations.

The Iunuch Cout’ s position, therefore, closely follows the Eopienversand-dienst ruling of the
GFerman Gupreme Court, in particuar the reasormng that purely mtanghble acts of transfer do
tiot fall under the Awthor’s exclusive rights If possibly, the clanfication of the distinction
between electrotuc files enabling digital uses and electronic files enabling only analog uses
could possibly represert the specific contribution of the LG MMunich’™s as regards the
wterpretation of Secton 33010 Urks. Howewer, 1t 15 almost ondisputed that the media
convergenice brings markets that previousy were cleatly separate mouch nearer; therefore, the

distinction between analog and digital uses could stand on rather thin ice.

At arvy rate, the Munich Court clearly shares Bubito’s posttion that the delivery to end-users
by way of email, active FTP or passive FTP can be compared to the supply of an analogue
copy covered by Section 33 UrhG, thereby not affecting the nght holder’s distritation nght.
The LG Muruch, howewer, considers that deliveries to libraries are not covered by Section 53
Urh5. As recalled abowe, 1n 2002 Bubito launched a Library Service, open to national and
foreign libranes. In this case, the required document is sent directly to the ordering library

Thas, the Murmch Court considers even that the end-users nught employ additional tecloucal measures (eg. a
text recogmbon progranmme) enabling them digital wses of the delivered domumert. Howewer, withow
enplment of those measures, the possthility of use by an end-user remain lintted.




agaitist a fee; after receipt, it 15 the ordering library that hands over the physical copy to the
etid-user.  According to the LG Lhadch, the Subito Library Service infrnges upon the

Author’s reproduction and distribtion rights and iz not covered by Section 53 UthG | In fact,
the granting of prvileges pursuant to Section 33 UrhG does not take effect if copies are
delivered to ancther libeary and not directly to the endusers. In this case the texts are not
ot dered by the grantee of the priwlege under Section 53 of the Urh, but it 15 the requesting
libraty which is, formally, the ardening party of the copies. On the other hand, according to
the MIurich Cowt, Subito’s Library Service by mail and telefax would be mstified under
customary rights 1n analogy to Gections 17 and 27 Trh3. However, insofar as delivery by e-
mail, active FTP, and passive FTP are new developments, the passage of tine has fot yet
requilted in justification wnder custom ary rights.

Another relevant question addressed by the LG Munich concerns the applicable law in case
the copies are made in Germany and delrvered to ardenng parties outside of Germoatgy. The
LG Ianich has stated that under these circumstances the legal situation and the nght of
action are determined according to both German atnd foreign copyright law. In particul at, the
Court applies the so-called country of protection principle (3 chutzlandprinzip), according to
which the relevance under copyright law of cross-border acts 15 to be determined according to
the respective national law that 1s applicable. Therefore, if eg a documert 15 scanned in
Germany and subsequently sent wa e-mail from Germany to Italy, according to the Court,
German copyright law isinvalved with respect to the act of reproduction (the scarming of the
document), whereas both German and Italian copyright law may be mwvoked when the
graplics file 17 sent to the foreign party, Thus, this would mean that of the reproduction and
delivery of the copyright material were lawful in the country of orign, it could still he
cualified as unlawful according to the copynght law of the country of reception Since the
substantive rides of foreign law were not adeguately explaine d by the Parties, the Court

decided that insofar asforeign law was concerned, the litigabion wasnot yet ripe for decision

Bt the actual legal debate on document delivery services has already acqured a more
European dimension. By way of a complaint to the European Comimission for the falure to
comply with EU Commurity law, publishers have also sustained that Germany  had
wiongfully implemented Directive 2001029, In a letter addressed to the publishers last
Jatmary in response to their allezations, the Commission expressed the view that since Section
33010 Urh(y 15 not “in any way awthorizing the electrorie or digital transmission of copyright
protected moaterial”, it did not intend to irdtiate infringement proceedings against G ermany !




Howewver, accarding to the publishers® assoriations, the raling by the LG Munich confirms
that German national law is not consstent with the requirements of ET law. In fact, they
claim that, following the Directive, Subito’ s activity would gqualify as the exercise of the right
of communication to the public. The key to the publishers’ reasornung 1s that *. 2 graphic or
inage file 15 an intangible copy. Its dissemination is governed by the commurication right
atul the making available right, not the exclusive rights (and limitationg) relating to the analog
world”™ Y Only a riing restricting the scope of Section 53 UrhD so as to exclude electronic
transmission (including fax transmission) would have been consistent with the requrem ents
of the Directive. To that extent, also the Foplenversmiddiensf decision should have heen

considered at least partly overridden hecause of itsinconsistency with the Directive !

Both patties have already filed appeals proceeding to the LG Munich judgement and we can
expect this case to go all the way up to the German Supreme Court As far as libeary-to
ibratry document delivery iz concerned, the outcom e of the decision can hardly please Subito
becausze of the preclusion to send documents by way of electronic ransmission. Howewver, as
tegards electranic document delivery directly to end-users, it 15 for the publishers to be

seriously concerned with the outcom e of the Murich Cowt’s maling.

3. Docrwment delivery avd licences for electronic works

Eecertly, hbrary docwnent delivery services have been challenged in a different way and
pethaps even mote seriously than before national courts Libraries increasingly lcense access
to electrotuc wotks (electronic databases and journalg) they previously acquired ex clusively in
analog form!” This access is arranged under the terms of a binding contract negotiated
between the publishers and the libraries. Licences for electronic wotks often contain
prodsions on lhvary documert delivery. It has been the rde for some tme that many
licensors of works in electronde form did not permat Wbrary document delivery from their
digital materials. More recently, howewver, docum ent delivery usges have been permitted under
certain conditions that can refer, for example, to which type of requests can be processed,

howr they should be processed  and how the requested copies can be delivered. Thus, for

Domment downloadable fiom the website of the Borsenverein.
Id.

! Therefore, according to the publishers, the Munich mling waoild confirm that only by parmiing  the matter
under Article 226 EC Traty the deficiencies of the German implementation of the Directive conld be properly
addressed.

Hew publications are mostly electmonie, however at the prsernt stage also the hardwar copy 5 nonmally
delivered.




exatmple, Elsevier provides inits 3eiencelirect licence that:

“The Licensor grants the Subscriber the right to use articles from the Subscribed Content in
the case of GeienceDirect as source material for interlibrary loans subject to the following

cotrditi ons:

+  PBubseriber acknowledges that inderlibrary loan privileges are ganted o oan

expetimental basis

+ The ILL request comes from an academic or other nof-comim ercial, non-corporate

research library located in the sam e country asSubscriber.

+  The requested article is panted by Subscriber and mailed or faxed to the requesting
lite aty.

+  Subscriber refrains from adwvertising its inderlibrary loan capability with respect to ILL
material, or from otherwise adwvertising or solicibing [LL requests”.

This means that according to the ScienceDirect hcence, requests from abroad cannot he
processed using Geiencelirect as source material | 1t 15 also apparent that electromc
transmission in the way practised withun Subito Library Setwce would be excluded by the

terms of the licence !*

& not only theoretical possibility, therefore, is that the contractual agreements on access to
electronic works set aside copyright exceptions. Indeed, some wiew copyright limitations as
default rules (mof as imperative riles), to be applied when the producers, intermedianes and
etud users do not determine directly the conditions of use of protected material. Others fear,
howrevet, that withowut appropriate cordractaal boundaries, users may be forced to forego
some of the privileges recognised by law, in order to gamn access to protected moaterial  OF
course, it can be argued that at least some copyright restrictions are not merely default miles,
and the question would then be 1if those based on the policy goal of prom oting study and
resear ch shodld possibly cqualify for any kind of special treatm et

At ary rate, due to the lack of consensus on this rather difficult legal 1smue, 1t moakes probably
mote sense to approach the problem pre-emptively by carefully negotiating DD clauses in

licences for electronic wotks For libraries, of course, this can be made individually or

The LibLicers eWeb site offers a link to the Interlib zary Loan Project, a database of ILL msbictow wher the
b lishers inpat their information directly.




throagh their consortia. Models of DD clauses could also be suggested!” Ancther possible
solutionn could be for publishers and libranes to issue common gudelines o generally
accepted document delivery practices | such as those negotiated in the severfies by the
Hational Commission on New Technological Uses of Copyrighted Works ("CONTO") 1n the
T34 Y Possibly, the agreement on some form of digital rights management (DEM) on
vatioas aspects of use of the content (e g, mamber of copies that may be prirted; whether the
file caty be copied on a whatewver hardware the recipient wishes to; the access period, etc))
could help finding a broadly accepted solution on electronic document delivery.' In fact,
compared to control use by means of contract, DEL in the form of techmical protection
meazures offer additional safety to publishers because of powerful anti-circumvention
prodsions. The current uncertainbes characteriming the futwe of the scientific publistung

sector, howevet, could still make those negotiations particularly difficudt ™
4 Conclusions

Following the Subito miling by the LG Mumich, electronic transmission to individual end
users is covered by Section 35 UthG asz long as the document enables only analog uses. This
pronwouncement reaffirms the main tenets of the Kopienversamddienst judgement of the
German Supreme Court, which had also foreseen a remuneration in favow of the publishers
following the so-called three step test. Howewer, the Munich Court's postion as regards

library-to-library docum ent delivery services 1s that they are not covered by Hection 53 Urh

bt by customary law, with the effect of hampenng recowrse to modern and more effective

document delivery means.

It can hardly be disputed that electrome docum ert delivery 15 going to becoam e increasingly
wn portard, both for the publishers and for the hlvaries At the presernt stage, howewer, it 1s
very difficult to assess the frue economic impact of the hmated electronic document delivery
activities of public hbraries on the nommal exploitation of protected works by publishers, and
this uncertainty makes it also very hard to determine the proper form and scope of any

See forexanple the Liblicerse site an lending practices.

" Interestingly, it has been held that “mgzestion of five™ in the CONTU Guidelines has allowred libraries to track
ard assess user meeds as expressed via domiment delivery befor mmvestng in a rewr joumal.

If DEM syvstens appear hardly unavoidable for lbraries wanting to contitme to provide dooumert delivery
services 1 the dizital age, the choice of the techiical means to inplemert (e.z. open standards rather than
propietary ones) calls forcarefial comsideration of users” present ard, possibly, fiutare reeds.

See extersively on the ecoromuc dynamics charactenzing  the sciembific publishing sector the Stady on the
econonne and tecloucal evolition of the scientific publicabon markets in Europe, Jamary 2008, under
Wtpuifec suropa.eufes earchis cience-s onletwpd ffs clentific-publication-smd v enpdf




possible exception for public libraries in the digital ervironment™ OF course, libraries
understand the publishers” commercial interests bt they wish to continge to serve thedr
evolving users needs On the other side, legal uncettainties coud refrain publishers from
making additional irrestm ents, for example ininnovative information technologies also to the
benefit of endusers. In this respect, finding a solution accommodating the interests of both
patties 15 not an easy task, and this probably is even more so hecause of uncertainties

cotcertang the evolution of the scientific publishing sector.

Thas, aty suggested sobition 15 boand to be opposed by fiewe crbicism by all rorolved parties. Tlos, for
example, 15 exactly what 15 happering to the draft bill on the second part ("basket”) of the inplementation of
Directive 2001529 in Germarry, stating that electoniec dommernt delivery by graploc file (Hois, allowing only
analog wses] 15 1o be permutted only M cases where the cores ponding pablisher does not lumself offer those
items electronically. Otherarise only mail and fax deliveries wonld be permissible.
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